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This is in response to the Amendment dated July 28, 2007. The text of those 
sections of Title 35, U.S. Code not included in this action can be found in a prior Office 
Action. 

Response to Arguments 

Election/Restrictions 

This application contains claims 13-36 drawn to an invention nonelected without 
traverse in the reply filed on January 16, 2007. A complete reply to the final rejection 
must include cancellation of nonelected claims or other appropriate action. 

Specification 

The disclosure has been objected to because of minor informalities. 
The objection of the disclosure has been withdrawn in view of Applicant's 
amendment. 

Claim Rejections - 35 USC § 1 12 

I. Claims 1-12 have been rejected under 35 U.S.C. 112, first paragraph, because 
the specification, while being enabling for electrodeoositina the layers, does not 
reasonably provide enablement for non-electrodepositina the layers. The specification 
does not enable any person skilled in the art to which it pertains, or with which it is most 
nearly connected, to use the invention commensurate in scope with these claims. 
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The rejection of claims 1-12 under 35 U.S.C. 112, first paragraph, has been 
withdrawn in view of Applicant's amendment. 

II. Claims 1-12 have been rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

With regards to claims 1-3 and 8-12, the rejection under 35 U.S.C. 112, second 
paragraph, has been withdrawn in view of Applicant's amendment. 

With regards to claims 4-7, the rejection under 35 U.S.C. 112, second paragraph, 
is as applied in the Office Action dated February 5, 2007 and incorporated herein. The 
rejection has been maintained for the following reasons: 

Applicants state that claim 4 narrows claim 2 by requiring that the first material 
comprises a metal and as such one of the sacrificial material or the structural material 
(i.e. the one corresponding to the first material) comprises a metal. 

In response, claim 4 narrows the first material to a metal, but does not narrow the 
sacrificial material or structural material that it comprises to the metal because only 
reciting that the sacrificial material or structural material is a metal would narrow the 
sacrificial material or structural material to a metal. The claims, as presently written, 
read on that the first material comprises a sacrificial material, a structural material or a 
metal. 
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Applicants state that claim 5 further limits claim 4 by requiring that the second 
material also comprises a metal and as such both the first material and the second 
material (i.e. both the sacrificial material and structural material) comprise metals. 

In response, claim 5 narrows the second material to a second metal, but does 
not narrow the sacrificial material or structural material that it comprises to the second 
metal because only reciting that the sacrificial material or structural material is a second 
metal would narrow the sacrificial material or structural material to a second metal. The 
claims, as presently written, read on that the second material comprises a sacrificial 
material, a structural material or a second metal which is different from the first metal. 

III. Claims 1-12 have been rejected under 35 U.S.C. 112, second paragraph, as 
being incomplete for omitting essential steps, such omission amounting to a gap 
between the steps. See MPEP § 2172.01. 

The rejection of claims 1-12 under 35 U.S.C. 112, second paragraph, has been 
withdrawn in view of Applicant's amendment. 

Double Patenting 

Claims 1-12 have been rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 7-33 and 39-53 of U.S. Patent No. 
6,475,369. 

The rejection of claims 1-12 on the ground of nonstatutory obviousness-type 
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double patenting as being unpatentable over claims 7-33 and 39-53 of U.S. Patent No. 
6,475,369 has been withdrawn in view of Applicant's amendment. 

Claim Rejections - 35 USC $ 103 

Claims 1-12 have been rejected under 35 U.S.C. 103(a) as being unpatentable 
over Guckel (US Patent No. 5,190,637) in combination with Osterberg et al. 
("MEMBUILDER": An Automated 3D Solid Model Construction Program for 
Microelectromechanical Structures", The 8 th International Conference on Solid-State 
Sensors and Actuators, and Eurosensors IX. Stockholm, Sweden, June 25-29, 1995, 
pp. 21-24). 

The rejection of claims 1-12 under 35 U.S.C. 103(a) as being unpatentable over 
Guckel in combination with Osterberg et al. is as applied in the Office Action dated 
February 5, 2007 and incorporated herein. The rejection has been maintained for the 
following reasons: 

Applicant states that he believes that the combination of Guckel and Osterberg is 
improper and only in hindsight is motivation for the combination justified. 

In response, it must be recognized that any judgment on obviousness is in a 
sense necessarily a reconstruction based upon hindsight reasoning. But so long as it 
takes into account only knowledge which was within the level of ordinary skill at the time 
the claimed invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 
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1392, 170 USPQ 209 (CCPA 1971). 

The rejection was based on what was present in the prior art. 

Applicant states that no where does Osterberg teach the conversion of 3-D data 
to 2-D data. 

In response, Osterberg teaches that the user completes a 2D mask layout design 
in CIF format. Then the user designs a simplified version of the process sequence using 
the MEMCAD 2.0 Process Editor. MemBuilder mimics the simplified process by a 
sequence of operations to create layers in the solid model. If MemBuilder mimics the 2D 
mask layout design, then 2D mask data would have been employed (= MASK0, 
MASK1 , MASK2, MASK3, and MASK4) [Osterberg, page 23, Fig. 5 ]. 

Applicant states that as the teachings of Osterberg do not address the 
deficiencies in Guckel no combination of these references can make obvious the 
invention as claimed. 

In response, the test for combining references is what the combination of 
disclosures taken as a whole would suggest to one of ordinary skill in the art. In re 
McLaughlin 170 USPQ 209 (CCPA 19710; In re Rosselet 146 USPQ 183 (CCPA 1960). 
References are evaluated by what they collectively suggest to one versed in the art, 
rather than by their specific disclosures. In re Simon 174 USPQ 114 (CCPA 1972); In re 
Richman 165 USPQ 509, 514 (CCPA 1970). 
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Response to Amendment 
Terminal Disclaimer 

The terminal disclaimer filed on August 9, 2007 disclaiming the terminal portion 
of any patent granted on this application which would extend beyond the expiration date 
of US Patent No. 6,475,369 has been reviewed and is accepted. The terminal 
disclaimer has been recorded. 

Claim Rejections • 35 USC §112 
I. Claims 1-12 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 
Claim 1 

lines 20-22, recites "wherein each of the additional layers comprises 
electrodepositing a first material which may be a different material on different layers 
and depositing a second material which may be a different material on different layers. 

Applicant's specification, pages 1-35, does not mention wherein each of the 
additional layers comprises electrodepositing a first material which may be a different 
material on different layers and depositing a second material which may be a different 
material on different layers. Thus, there is insufficient written description to inform a 
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skilled artisan that applicant was in possession of the claimed invention as a whole at 
the'time the application was filed. 

The Examiner has carefully considered the entire specification as originally filed, 
however, there is found no literal support in the specification for the newly added 
limitations in amended claim 12. Applicant has not provided the page number and line 
numbers from the specification as to where the newly added limitations are coming 
from. Ex parte Grasselli, 231 USPQ 393 (Bd. App. 1983) afTd mem. 738 F.2d 453 
(Fed. Cir. 1984). 

II. Claims 1-12 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for electrodepositing . does not reasonably provide 
enablement for non-electrodepositing . The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to use the 
invention commensurate in scope with these claims. 

Claim 1 

lines 14 and 21, recites "depositing a second material". 

"Depositing" reads on non-electrodepositing the second material. Applicant's 
specification discloses that the second material is electrodeposited (page 23, [127]). 
Applicant's specification does not discloses any other depositing techniques. 

III. Claims 1-12 are rejected under 35 U.S.C. 112, second paragraph, as being 
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indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
Claim 1 

line 10, "the first mask" lacks antecedent basis. See also claim 1, line 13. 
Claim 8 

lines 2-3, it is unclear what is meant by "each of the first material and the second 
material at least one of the deposited materials". 

Claim 10 

lines 1-2, recites "wherein the first material that forms a portion of the first layer 
comprises". It is unclear how this limitation further limits claim 2, when claim 2, lines 1-2, 
already recite that the first material that forms a portion of the first layer comprises . 

There are two separate, independent definitions for what the first material that 
forms a portion of the first layer comprises. 

line 2, it appears that "a portion" is the same as the portion recited in claim 2, line 
2. However, it is unclear if it is. If it is not, then what is the relationship between the two 
portions? 

line 2, it appears that "a sacrificial material" is the same as the sacrificial material 



Application/Control Number: 10/677,409 



Art Unit: 1753 



Page 10 



recited in claim 2, line 2. However, it is unclear if it is. If it is not, then what is the 
difference between the sacrificial materials? 

lines 2-3, recites wherein "the second material that forms another portion of the 
first layer comprises". It is unclear how this limitation further limits claim 2, when claim 2, 
line 4, already recites that the second material comprises . 

There are two separate, independent definitions for what the second material that 
forms another portion of the first layer comprises. 

line 3, it appears that the "another portion" is the same as the another portion 
recited in claim 1 , line 15. However, it is unclear if it is. If it is not, then what is the 
relationship between the two another portions? 

line 3, it appears that "a structural material" is the same as the structural material 
recited in claim 2, line 6. However, it is unclear if it is. If it is not, then what is the 
difference between the structural materials? 

Claim 11 

lines 1-2, recites "wherein the first material that forms a portion of the first layer 
comprises". It is unclear how this limitation further limits claim 2, when claim 2, lines 1-2, 
already recite that the first material that forms a portion of the first layer comprises . 
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There are two separate, independent definitions for what the first material that 
forms a portion of the first layer comprises. 

line 2, it appears that "a portion" is the same as the portion recited in claim 2, line 
2. However, it is unclear if it is. If it is not, then what is the relationship between the two 
portions? 

line 2, it appears that "a structural material" is the same as the structural material 
recited in claim 2, line 3. However, it is unclear if it is. If it is not, then what is the 
difference between the structural materials? 

lines 2-3, recites wherein "the second material that forms another portion of the 
first layer comprises". It is unclear how this limitation further limits claim 2, when claim 2, 
line 4, already recites that the second material comprises . 

There are two separate, independent definitions for what the second material that 
forms another portion of the first layer comprises. 

line 3, it appears that the "another portion" is the same as the another portion 
recited in claim 1 , line 15. However, it is unclear if it is. If it is not, then what is the 
relationship between the two another portions? 
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line 3, it appears that "a sacrificial material" is the same as the sacrificial material 
recited in claim 2, line 6. However, it is unclear if it is. If it is not, then what is the 
difference between the sacrificial materials? 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Edna Wong whose telephone number is (571) 272- 
1349. The examiner can normally be reached on Mon-Fri 7:30 am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
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supervisor, Nam Nguyen can be reached on (571) 272-1342. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Edna Wond J 
Primary Examiner 
Art Unit 1753 



EW 

August 26, 2007 



